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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)IEI Responsive to communication(s) filed on 28 November 2007 . 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 13-18 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) \3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



A cknowledgements 



1 . Applicants' response filed November 28, 2007 is acknowledged. 

2. Claims 1-18 are pending in the application. 

3. This Office action is given Paper No. 200801 16 for reference purposes only. 

4. Based on a comparison of the PGPub US 2004/01 39333 A1 with Applicant's 
originally submitted specification, the PGPub appears to be a fair and accurate record of 
the Applicant's specification. Therefore, if necessary any references in this action to 
Applicant's specification refer to paragraph numbers in the PGPub. 

Election/Restrictions 

5. Newly submitted claims 1 3-1 8 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: claims 13-18 are 



directed to a materially different method that is patentably distinct from the apparatus of 
claims 1-12 due to the added limitation that "at least one predetermined accessor is 
someone other than the first person." 

6. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 
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(a) the inventions have acquired a separate status in the art in view of their 
different classification; 

(b) the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 
different classes/subclasses or electronic resources, or employing different 
search queries); 

(d) the prior art applicable to one invention would not likely be applicable to 
another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 
101 and/or 35 U.S.C. 112, first paragraph. 

7. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, clairrj^ withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Information Disclosure Statement 

8. The information disclosure statement (IDS) submitted on April 15, 2004 has been 
considered by the Examiner. The Seiichi Ido reference (in Japanese) has been 
considered to the extent possible based on the single page of English translation 
attached thereto. 



t 
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Claim Objections 



9. Claims 1 is objected to because of the following informalities: 

10. In lines 1-2 of claim 1, applicant recites "owner's personal information". For 
purposes of examination and consistent with claim 12, the examiner is reading this as 
an owner's personal information-. 

11. In line 5 of claim 1 , applicant recites "predetermined accessible persons". It is 
not clear whether applicant intends this to mean "a plurality of predetermined accessible 
persons" or "one or more predetermined accessible persons". The examiner is 
interpreting this limitation as -a plurality of predetermined accessible persons- 
consistent with claim 1 lines 8-9. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



13. Claims 1, 7, 9, 10, and 11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Houvener et al. (6,070,141). 

14. Regarding claim 1, Houvener et al. disclose an information storing apparatus 
storing thereon owner's personal information, comprising: 



States. 



t 
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a personal information storing section (disk array 19 in Fig. 3) 
storing thereon the owner's personal information ("the information", col. 10 
line 43) which is to be disclosed to predetermined accessible persons; 

an accessible person information storing section ("valid user 
database", col. 10 line 40) storing thereon accessible person characteristic 
information ("first and second ID units", col. 3 lines 55-56) indicating a 
physical characteristic ("retinal image", col. 9 line 20) of each of the 
plurality of accessible persons; 

a requester authentication section (point of identification terminal 1 
in Fig. 1) for receiving requester characteristic information indicating a 
physical characteristic of a requester who requests the personal 
information, and for performing authentication processing of the requester 
using the requester characteristic information and the accessible person 
characteristic information stored on said accessible person information 
storing section; 

an access level setting section (controller 7 in Fig. 1) for setting an 
access level, which is a level of the personal information to be disclosed to 
the requester, when said requester authentication section authenticates 
the requester as the accessible person; and 

a personal information output section (display 6 in Fig. 1) for 
outputting a part of the personal information stored on said personal 



Application/Control Number: 1 0/736,675 
Art Unit: 3621 



Page 6 
Paper No. 20080116 



information storing section to the requester in accordance with the access 



level set-up by said access level setting section. 



15. Regarding claim 7, Houvener et al. further disclose wherein said accessible 

> person information storing section stores a plurality of accessible person characteristic 
information of each of the accessible persons ("first and second ID units", col. 3 lines 
55-56), said requester authentication section receives a plurality of requester 
characteristic information (steps 220 and 245 in Fig. 6A), and performs authentication 
processing of the requester using the plurality of accessible person characteristic 
information and the plurality of requester characteristic information (step 260 in Fig. 6B). 

16. Regarding claim 9, Houvener et al. further disclose wherein said requester 
authentication section employs face information ("retinal image", col. 9 line 20) as the 
requester characteristic information and the accessible person characteristic 
information. 

17. Regarding claim 10, Houvener et al. further disclose the apparatus further 
comprising an image capturing section ("automated comparison system", col. 9 Iines17- 
18) for generating the requester characteristic information by capturing an image of the 
requester. 

18. Regarding claim 1 1 , Houvener et al. further disclose wherein said requester 
authentication section receives the requester characteristic information from a portable 
apparatus retained by the requester ("smart card", col. 10 line 29), and said personal 
information output section outputs the personal information to the portable apparatus 
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retained by the requester and causes the portable apparatus to store the personal 
information (col. 10 lines 29-30). 



19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 2-6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Houvener et al. (6,070,141) in view of Schneider et al. (6,105,027). 

21 . Regarding claims 2 and 3, Houvener et al. disclose the claimed invention, 
however, Houvener et al. fail to explicitly disclose the apparatus further comprising an 
access level storing section storing thereon a personal information level, which is a level 
of the personal information to be disclosed to the accessible person, and an 
authentication criterion, which is strictness of the authentication to be performed when 
the personal information within the personal information level is disclosed, in association 
with each other, wherein said access level setting section determines the personal 
information level corresponding to the authentication criterion as at least a part of the 
access level when said requester authentication section authenticates the requester by 
the authentication criterion. Schneider et al. teach an access level storing section (Fig. 
6) storing thereon a personal information level ("Trust/Data Sensitivity Level" in Fig. 6), 
which is a level of the personal information to be disclosed to the accessible person, 



Claim Rejections - 35 USC § 103 
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and an authentication criterion ("Minimum Encryption" in Fig. 6), which is strictness of 
the authentication to be performed when the personal information within the personal 
information level is disclosed, in association with each other, wherein said access level 
setting section determines the personal information level corresponding to the 
authentication criterion as at least a part of the access level when said requester 
authentication section authenticates the requester by the authentication criterion (col. 18 
lines 6-1 1). It would have been obvious to one having ordinary skill in the art at the time 
of the invention to modify the apparatus of Houvener et al. to include the access level 
storing section of Schneider et al. in order to provide different-levels of access to 
different users. 

22. Regarding claims 4 and 5, Houvener et al. disclose the claimed invention, 
however, Houvener et al. fail to explicitly disclose wherein said access level storing 
section stores the plurality of personal information levels and also stores a lower limit of 
credibility of the authentication as the authentication criterion corresponding to each of 
the personal information levels, said requester authentication section outputs the 
credibility of the authentication for the requester based on the result of the comparison 
of the requester characteristic information with the accessible person characteristic 
information, and said access level setting section selects the personal information level 
of which the lower limit of the corresponding credibility is less than the credibility of the 
authentication output by said requester authentication section, and sets the access level 
to the sum of the selected personal information levels. Schneider et al. disclose an 
access level storing section that stores the plurality of personal information levels 
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("Trust/Data Sensitivity Level" in Fig. 6) and also stores a lower limit of credibility of the 
authentication as the authentication criterion corresponding to each of the personal 
information levels ("Minimum Authentication" in Fig. 6), said requester authentication 
section outputs the credibility of the authentication for the requester based on the result 
of the comparison of the requester characteristic information with the accessible person 
characteristic information (col. 19 line 55 - col. 20 line 11), and said access level setting 
section selects the personal information level of which the lower limit of the 
corresponding credibility is less than the credibility of the authentication output by said 
requester authentication section, and sets the access level to the sum of the selected 
personal information levels (col. 19 line 55 - col. 20 line 11). It would have been 
obvious to one having ordinary skill in the art at the time of the invention to modify the 
apparatus of Houvener et al. to include the access level storing section of Schneider et 
al. in order to provide different levels of access to different users. 
23. Regarding claims 6 and 12, Houvener et al. disclose the claimed invention, but 
Houvener et al. fail to explicitly disclose the apparatus further comprising wherein said 
access level storing section stores the personal information level and the authentication 
criterion in association with a title of the requester, said requester authentication section 
further receives the title of the requester from a belonging of the requester, and 
performs authentication processing of the requester using the authentication criterion by 
reading the authentication criterion corresponding to the received title from said access 
level storing section, and said access level setting section sets the access level to the 
personal information level corresponding to the title of the requester when said 



Application/Control Number: 10/736,675 
Art Unit: 3621 



Page 10 
Paper No. 20080116 



requester authentication section authenticates the requester as the accessible person. 
Schneider et al. teach an access level storing section (access filter 203 in Fig. 2) that 
stores the personal information level and the authentication criterion in association with 
a title of the requester ("UserGroupID" in Fig. 13A), said requester authentication 
section further receives the title of the requester from a belonging of the requester 
("SmartCard" in Fig. 13A), and performs authentication processing of the requester 
using the authentication criterion by reading the authentication criterion corresponding 
to the received title from said access level storing section, and said access level setting 
section sets the access level to the personal information level corresponding to the title 
of the requester when said requester authentication section authenticates the requester 
as the accessible person (col. 35 lines 4-23). It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify the apparatus of Houvener 
et al. to include the access level storing section of Schneider et al. in order to more 
efficiently provide information access to groups of users. 

24. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable Houvener et 
al. (6,070,141) in view of Examiner's Official Notice. Houvener et al. disclose the 
claimed invention, but Houvener et al. fail to explicitly disclose that the information 
storing apparatus is retained by the owner. However, the Examiner takes Official Notice 
that it is old and well known in the art to make an information storing apparatus portable 
such that it can be retained by the owner. It would have been obvious to a person 
having ordinary skill in the art at the time of invention to make the information storing 



Application/Control Number: 10/736,675 
Art Unit: 3621 



Page 1 1 
Paper No. 20080116 



apparatus portable such that it can be retained by the owner in order to provide the 
owner of information with control over the security of that information. 



25. The Examiner has cited particular columns and line numbers in the references as 
applied to the claims above for the convenience of the Applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may be applied as 
well. It is respectfully requested from the Applicant, in preparing responses, to fully 
consider the reference in its entirety as potentially teaching all or part of the claimed 
invention as well as the context of the passage as taught by the prior art or disclosed by 
the Examiner. 



26. Functional recitation(s) using the word "for," "adapted to," or other functional 
language (e.g. see claim 1 which recites "for receiving requester characteristic 
information "for setting an access level etc.) have been considered but are 
given little patentable weight 1 because they fail to add any structural limitations and are 
thereby regarded as intended use language. To be especially clear, the Examiner has 
considered the functional language. However, in a product claim, a recitation of the 
intended use of the claimed product must result in a structural difference between the 
claimed product and the prior art in order to patentably distinguish the claimed product 



Examiner Note 



Claim Interpretation 
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from the prior art. If the prior art structure is capable of performing the intended use, 
then it reads on the claimed limitation. In re Casey, 370 F.2d 576, 152 USPQ 235 
(CCPA 1967) ("The manner or method in which such machine is to be utilized is not 
germane to the issue of patentability of the machine itself."); In re Otto, 136 USPQ 458, 
459 (CCPA 1963). See also MPEP §§ 2111.04 and 2115. Unless expressly noted 
otherwise by the Examiner, the claim interpretation principles in this paragraph apply to 
all examined claims currently pending. 

27. If Applicant(s) desire to give the functional phrase(s) greater patentable weight, 
the Examiner respectfully recommends (by way of example only) Applicant(s) remove 
"for," "adapted to," or other functional language from the phrase(s) where intended use 
is not desired. For example, a hypothetical claim with a positive recitation would be 'a 
computer processing the instructions' instead of a functional recitation such as 'a 
computer for processing the instructions . . . .' Like always, Applicant(s) are reminded 
that any amendment must not constitute new matter. 

28. The USPTO interprets claim limitations that contain statement(s) such as u if, 
may, might, can, could, when, potentially, possibly, as optional language (this list of 
examples is not intended to be exhaustive). As matter of linguistic precision, optional 
claim elements do not narrow claim limitations, since they can always be omittedY/n 
re Johnston, 77 USPQ2d 1788 (Fed. Circ. 2006)). They will be given less patentable 
weight, because language that suggests or makes optional but does not require steps to 
be performed or does not limit a claim to a particular structure does not limit the scope 
of a claim or claim limitation. 
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Definitions 



29. To the extent that the Examiner's interpretations are in dispute with Applicants' 
interpretations, the Examiner hereby adopts the following definitions— under the 
broadest reasonable interpretation standard— in all his claim interpretations. 1 Moreover, 
while the following list is provided in accordance with In re Morris, the definitions are a 
guide to claim terminology since claim terms must be interpreted in context of the 
surrounding claim language. 2 Finally, the following list is not intended to be exhaustive 
in any way: 

30. "criterion" is interpreted by the Examiner as follows: 

1. a standard by which something can be judged or decided. 3 

Response to Arguments 

31 . Applicant's arguments with respect to the objections to the IDS have been fully 
considered and are persuasive. The objection to the IDS has been withdrawn. 



1 While most definition(s) are cited because'these terms are found in the claims, the 
Examiner may have provided additional definition(s) to help interpret Words, phrases, or 
concepts found in the definitions themselves or in the prior art. 

2 See e.g. Brookhill-Wilk 1 LLC v. Intuitive Surgical Inc., 334 F.3d 1294, 1300, 67 
USPQ2d 1132, 1137 (Fed. Cir. 2003) (abstract dictionary definitions are not alone 
determinative; "resort must always be made to the surrounding text of the claims in 
question"). 

3 "criterion." Collins English Dictionary. 2000. CredoReference. Retrieved on 17 
January 2008 from <http://www.credoreference.com/entry/2634677>. 
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32. Applicant's arguments with respect to the 1 12 2nd rejections of claims 1-12 have 
been fully considered but they are not fully persuasive. 

33. Applicant's arguments with respect to the 1 02(b) and 1 03(a) rejection of claims 1 - 
12 have been fully considered but they are not persuasive. 

34. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "multiple accessible persons may be granted at least partial access to one owner's 
personal information") are not recited in the rejected claims. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

35. In response to applicant's argument that the references fail to show "receiving a 
title of the request" and "performing the authentication processing by a predetermined 
strictness of the authentication corresponding to the title", Schneider teaches the use of 
user groups to control access to data. These user groups are typically titles, e.g., 
"Engineers" or "Administrators". These user groups each require a different "mode of 
identification" which corresponds to Applicant's "predetermined strictness of 
authentication" (Schneider, C1 2 L48-57). 



Conclusion 

36. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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37. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

38. References considered pertinent to Applicant(s)' disclosure are listed on form 
PTO-892. All references listed on form PTO-892 are cited in their entirety. 

39. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamie Kucab whose telephone number is 571-270- 
3025. The examiner can normally be reached on Monday-Friday 9:30am-6:00pm EST. 

40. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

41 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Application/Control Number: 10/736,675 
Art Unit: 3621 



Page 16 
Paper No. 20080116 



Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 





amie Kucab 
Patent Examiner 
Art Unit 3621 




JJDREW J. FISCHER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



